TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and (2)
is not binding precedent of the Board.

Paper No. 83

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

JAMES N. ESSERMAN and PAUL MORONEY,
Juni or Party,!?
V.
KEI TH B. GAMM E

Senior Party.?

Patent Interference No. 104, 001

! Patent No. 5,111,504, issued May 5, 1992, based on
Application 07/568,990, filed August 17, 1990. Esserman et al.'s
§ 1.602(b) notice (Paper No. 8) identifies the assignee of the
Esserman et al. patent as Next Level Systens, Inc. PTO records
show that the nane of the assignee was subsequently changed to
Ceneral Instrunent Corporation.

2 lnvolved on two cases:

(a) Patent No. 5,029, 207, issued July 2, 1991, based on
Application Serial No. 07/473,442, filed May 4, 1993; and

(b) Application 08/056,795, filed May 4, 1993, for
rei ssue
of Patent No. 5,029, 207.

Gamme's 8 1.602(b) notice (Paper No. 4) identifies
Scientific-Atlanta, Inc., as the assignee of Ganm e's patent and
rei ssue application.
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JUDGMVENT UNDER 37 CFR 1.662(c)

METZ, PATE, and MARTIN, Adnministrative Patent Judges.

MARTI N, Adnministrative Patent Judge.

As a result of the Adm nstrative Patent Judge's
deci sion (Paper No. 81) granting Esserman et al.'s Mtion |
and order (Paper No. 82) redeclaring the interference, the
only clainms of the Esserman et al. patent that remain
desi gnated as corresponding to the count are clains 60 and 68.
Esserman et al.'s Mtion X, which was contingent on the
granting of their Mdtion Il, requests entry of the
acconpanyi ng statutory disclainer of these clains under 37 CFR
§ 1.321(a) clains. This request is being treated as a request
for entry of adverse judgnent against these clainms in
accordance with the | ast sentence of § 1.662(c), which reads,
"A statutory disclaimer wll not be treated as a request for
entry of an adverse judgnent against the patentee unless it
results in the deletion of all patent clains corresponding to

a count."® Accordingly, judgnment is hereby entered agai nst

3 The validity of this provision was upheld in Guinn v.
Kopf, 96 F.3d 1419, 1422, 40 USPQd 1157, 1160 (Fed. Cr. 1996).
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Esserman et al.'s patent clainms 60 and 68, which neans
Esserman et al. are not entitled to a patent including those
clainms.* Judgnent is therefore awarded in favor of Ganmie's
clainms that correspond to the count (i.e., reissue application
clainms 16-20, 22, 35-43, 49, 50, 56, and 58 and patent clains
16- 20, 22, 35-43, 49, 50, 66, and 58), which neans Gammie is

entitled to a patent including those cl aimns.

)
)
ANDREW H. METZ )
Adm ni strative Patent Judge)
)
)

BOARD

OF
) PATENT

APPEALS
WLLIAM F. PATE, 111 ) AND
Adm ni strative Patent Judge) | NTERFERENCES

)
)

)
JOHN C. MARTI N )

Adm ni strative Patent Judge)

4 This judgnment nmakes entry of the statutory disclainer
unnecessary.
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CC:

For the party Essernan et al.:

Bradl ey J. Bereznak, Esq.
1279 QCakmnead Par kway
Sunnyval e, CA 94086

For the party Ganm e:

Donal d W Banner, Esq., et al.
Banner & Wtcoff, Ltd

1001 G Street, N.W, Suite 1100
Washi ngton, D.C. 20001-4597



